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Application/Control Number: 10/660,263 
Art Unit: 3621 

DETAILED ACTION 

Acknowledgements 

1 . Applicant's response filed March 17, 2009 is acknowledged. 

2. Claims 1 -7, 9-1 8, 20, 21 , 23-37, 39-41 , 44-47, 49, 50, and 52-55 are pending in 
the application. Claims 1-7, 9-18, 20, 21, 23-37, 39-41, 44-47, 49, 50, and 52-55 are 
examined below. 

3. This Office action is given Paper No. 2009081 8 for reference purposes only. 

4. Based on a comparison of the PGPub US 2004/0059688 A1 with Applicant's 
originally submitted specification, the PGPub appears to be a fair and accurate record of 
the Applicant's specification. Therefore, if necessary any references in this action to 
Applicant's specification refer to paragraph numbers in the PGPub. 

Specification 

5. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 C.F.R. § 1.75(d)(1) and MPEP § 608.01 (o). 
Correction of the following is required: the specification lacks antecedent basis for the 
claimed limitation "in real time." 

Claim Objections 

6. Claims 25, 29, and 52 are objected to for usage of the functional language 
"arranged to." It is believed that Applicant intends "arranged to" to mean "programmed 
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to" (or similar) since "arranged to" is functional language and, therefore, given less 
patentable weight. It is the Examiner's position that any general purpose computer with 
a network interface has a hardware configuration arranged to perform the recited 
functions with the appropriate programming. In light of the notice function of the claims, 
the Examiner respectfully requests changing "arranged to" to -- programmed to - (or 
similar) where a positive recitation is desired. See also MPEP §2106 II. (C). 

7. Claim 25 is objected to because of the following informalities: where Applicant 
recites "said presenter computer being further arranged to", it appears that Applicant 
intends to recite -- said presenter computer is further arranged to -- or similar. For the 
purpose of comparison with the prior art, the Examiner is taking it as such. Appropriate 
clarification or correction is required. 

8. Claim 55 is objected to because of the following informalities: where Applicant 
recites "said trusted party computer being further arranged", it appears that Applicant 
intends to recite -- said trusted party computer is further arranged - or similar. For the 
purpose of comparison with the prior art, the Examiner is taking it as such. Appropriate 
clarification or correction is required. 
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Claim Rejections - 35 USC §1121^' Paragraph 



9. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 0. Claims 1 -7, 9-1 8, 20, 21 , 23-37, 39-41 , 44-47, 49, 50, and 52-55 are rejected 
under 35 U.S.C. §112, first paragraph, as failing to comply with the written description 
requirement. The claims contain subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed 
invention. The "trusted party computer," "presenter computer," and "acceptor computer" 
are disclosed, however, the various functionalities of and various method steps 
performed by these computers were not previously disclosed, nor could antecedent 
basis be found in the specification. 



1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 1 -7, 9-1 8, 20, 21 , 23-37, 39-41 , 44-47, 49, 50, and 52-55 are rejected 
under 35 U.S.C. §112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. 



Claim Rejections - 35 USC §112 2"" Paragraph 



Application/Control Number: 10/660,263 
Art Unit: 3621 



Page 5 
Paper No. 20090818 



13. Regarding claim 1, Applicant's recitations "A method ... during an on-line 
transaction" (preamble) and "receiving ... during an enrollment process" (lines 4-5) 
taken together would have been unclear to a person having ordinary skill in the art at 
the time of the invention. On one hand, the method appears to include the transaction 
process only. On the other hand, the method appears to also include an enrollment 
process ("receiving...," "verifying...," and "communicating") necessarily completed prior 
to the transaction process. For purposes of comparison with the prior art, the Examiner 
is interpreting the method to include both the enrollment process and the authentication 
process (contrary to what is implied by the preamble). Appropriate clarification - 
including, if possible, clarifying references to the specification - and/or correction is 
required. Claims 25, 37, and 52 are similarly confusing as to whether the 
method/system comprises both an authentication method/system or an enrollment and 
authentication method/system. 



14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



(e)the invention was described in (1)an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 



Claim Rejections - 35 USC § 102 



states 
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for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

1 5. Claims 1 -7, 9-1 8, 20, 21 , 23-37, 39-41 , 44-47, 49, 50, and 52-55, as understood 
by tlie Examiner in light of the above 1 12 2"^^ paragraph rejection, are rejected under 35 
U.S.C. §1 02(e) as being anticipated by Dominguez et al. (US 2003/0200184 A1, 
hereinafter, Dominguez). 

16. Regarding claims 1 -7, 9-1 8, 20, 21 , 23-37, 39-41 , 44-47, 49, 50, and 52-55, 
Dominguez discloses (at least in Figs. 1 and 8 and the associated text) the claimed 
invention including: 

a. receiving, by said trusted party via the trusted party computer during an 
enrollment process, profile data and enrollment data from said presenter, said 
trusted party being an issuer of an account to said presenter and said presenter 
having transmitted said profile data to said trusted party ([0042], [0065]); 

b. verifying, by said trusted party during said enrollment process using said 
enrollment data, the identity of said presenter and associating authentication data 
with said presenter ("The trusted party can use a web-enabled, interactive 
"identity authentication service" provided by an outside entity during the 
enrollment process to help validate an account holder's identity," [0042]); 

c. communicating said authentication data ("password" or "token") between 
said trusted party and said presenter during said enrollment process, said 
authentication data being known only to said trusted party and to said presenter 
([0065]); 
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d. receiving said submitted profile data ("cardliolder's primary account 
number") at said trusted party computer from said acceptor during said on-line 
transaction after said enrollment process, said submitted profile data being 
received by said acceptor from said presenter during said on-line transaction 

(steps 2 and 3, Fig. 8); 

e. comparing said submitted profile data against said profile data stored by 
said trusted party ("comparing the Account Identifier supplied in the two 
messages," [0130]); 

f. receiving, at said trusted party computer, submitted authentication data 
from said presenter during said on-line transaction; authenticating, by said 
trusted party computer, said presenter by comparing said submitted 
authentication data received from said presenter with said authentication data; 
validating, by said trusted party, said submitted profile data using results of said 
comparing and results of said authenticating (step 8, Fig. 8; [0131]); 

g. notifying said acceptor by said trusted party that said submitted profile 
data of said presenter is either authentic or erroneous, during said on-line 
transaction and in real time whereby said trusted party validates said submitted 
profile data of said presenter for the benefit of said acceptor (steps 9 & 1 0, Fig. 8; 
[0132]). 
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Claim Interpretation 



1 7. Independent claims (1 , 25, 37, and 52) are examined together. If Applicant 
expressly states on the record that two or more independent and distinct inventions are 
claimed in this application, the Examiner may require the applicant to elect an invention 

to which the claims will be restricted. 

18. The USPTO interprets claim limitations that contain statements such as "//, may, 
might, can, could, when, potentially, possibly, as optional language (this list of 
examples is not intended to be exhaustive). As matter of linguistic precision, optional 
claim elements do not narrow claim limitations, since they can always be omitted (In 
re Johnston, 77 USPQ2d 1788 (Fed. Circ. 2006)). They will be given less patentable 
weight, because language that suggests or makes optional but does not require steps to 
be performed or does not limit a claim to a particular structure does not limit the scope 
of a claim or claim limitation. 



1 9. Applicant's arguments with respect to the §1 01 rejections of claims 25-36 and 
52-54 have been fully considered, and they are persuasive. The §101 rejections of 
claims 25-36 and 52-54 have been withdrawn. 

20. Applicant's arguments with respect to the §112, 1^' paragraph rejections of the 
claims due to the trusted party computer have been fully considered, but they are only 
partially persuasive. The Examiner agrees that a trusted party computer is disclosed 
(access control server (ACS) 712, fig. 1). However, the Examiner must respectfully 



Response to Arguments 
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disagree regarding disclosure of tlie functionality of and the method steps performed by 
the trusted party computer. Applicant cites to page 7, lines 14-26 of the specification as 
disclosing the functionality of and method steps performed by the trusted party 
computer, however, only lines 24-26 actually address functionality/steps of the trusted 
party computer. Lines 24-26 disclose only that the trusted party computer "is a 
computer system that controls access to the data authentication services program, 
performs the requested data services, and provides digitally signed notifications to 
acceptors regarding the data services." There is no mention in this citation of the 
function of "authenticating" or the various "receiving" steps/functionality recited in the 
claims. Therefore, the §112, 1®' paragraph rejections of the claims due to the 
functionality of and method steps performed by the trusted party computer are 
maintained. 

21. Applicant's arguments with respect to the §112, 1®* paragraph rejections of the 
claims due to the limitation "in real time" have been fully considered, and they are 
persuasive. Therefore, the §112, 1®' paragraph rejections of the claims due to the 
limitation "in real time" have been withdrawn. 

22. Applicant's arguments with respect to the §1 1 2, 2"^^ paragraph rejections of the 
have fully been considered, but they are not persuasive. In order to unequivocally claim 
both the enrollment and transaction portions of the process, it is requested that 
Applicant amend the preamble to be consistent with the body of the claims by either (1 ) 
deleting "during an online transaction" from the preamble (as suggested by Applicant) or 
(2) amending the preamble to recite the enrollment process, e.g., ~ A method involving 
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a presenter, a trusted party using a trusted party computer, and an acceptor for 
enrolling said presenter and validating submitted profile data of said presenter during an 
on-line transaction, said method comprising -. Until such amendment is made, the 
§112, 2"^^ paragraph rejections of the claims are maintained. 

23. Applicant's argument with respect to the §1 02 rejections of the claims has been 
fully considered, and it is persuasive. The previous §102 rejections of the claims have 
been withdrawn. 

24. Applicant's arguments with respect to the §1 03 rejections of the claims have 
been fully considered, and they are persuasive. The previous §103 rejections of the 
claims have been withdrawn. 



25. Applicant's amendment filed March 17, 2009 necessitated the new grounds of 
rejection presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

26. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 



Conclusion 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

27. References considered pertinent to Applicant's disclosure are listed on form 
PTO-892. All references listed on form PTO-892 are cited in their entirety. 

28. Because this application is now final. Applicant is reminded of the USPTO's after 
final practice as discussed in MPEP §714.12 and §714.13 and that entry of 
amendments after final is not a matter of right. "The refusal of an examiner to enter an 
amendment after final rejection of claims is a matter of discretion." In re Berger, 279 
F.3d 975, 984, 61 USPQ2d 1523, 1529 (Fed. Cir. 2002) (citations omitted). 
Furthermore, suggestions or examples of claim language provided by the Examiner are 
just that-suggestions or examples-and do not constitute a formal requirement 
mandated by the Examiner. Unless stated otherwise by an express indication that a 
claim is "allowed," exemplary claim language provided by the Examiner to overcome a 
particular rejection or to change claim interpretation has not been addressed with 
respect to other aspects of patentability (e.g. §101 patentable subject matter, §112 1®' 
paragraph written description and enablement, §112 2"^^ paragraph indefiniteness, and 
§102 and §103 prior art). Therefore, any claim amendment submitted under 37 C.F.R. 
§1 .1 16 that incorporates an Examiner suggestion or example or simply changes claim 
interpretation will nevertheless require further consideration and/or search and a 
patentability determination as noted above. 
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29. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Jamie Kucab whose telephone number is 571-270- 
3025. The Examiner can normally be reached on Monday-Friday 9:30am-6:00pm EST. 

30. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

31 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JK 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



